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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of claims 8-40 in Group II in the reply filed 
on September 20, 2010 is acknowledged. 

Claim Rejections - 35 USC §101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 8-13 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Said claims disclose a "recording medium" (line 1). 
Both said claim and the respective specification ("On one recording medium such as a 
DVD (Digital Versatile Disc)..." - p. 1, II. 12-15; "Alternatively, the present invention can 
be applied to another reproduction-only recording medium such as a magnetic disc, a 
magneto-optical disc, an optical card, or a memory card." - p. 85, II. 22-25) fail to 
disclose whether said "recording medium" is limited to a non-transitory medium or 
transitory propagating signal. Reading said claim under the broadest reasonable 
interpretation "recording medium" is considered to read on a transitory propagating 
signal. See the Subject Matter Eligibility of Computer Readable Media memo dated 
February, 23 201 0 (1 351 OG 21 2). A claim directed to only signals per se is not a 
process, machine, manufacture, or composition of matter and therefore is not directed 
to statutory subject matter. See MPEP § 2106. Thus, both said claim and said 
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specification fail to define said "recording medium" to be statutory media. The Examiner 
suggests amending the claim to "non-transitory recording medium". 
3. The method claims 1 4-29 and 40 are considered to be statutory because they 
are inherently tied to an apparatus because a human could not perform recording of 
video content without the aid of a machine. The apparatus claims 30-39 are considered 
to be statutory because the specification does not disclose that the apparatus can be 
implemented solely using software. 



Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 8-40 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Ohmori et al. (U.S. Patent 7,353,543) in view of Katoh (U.S. Patent 6,779,044). 

Regarding claim 8, Ohmori et al. discloses a recording medium on which 
data of a video content is recorded (Fig. 3) and a medium identification 
information (bind key) (Fig. 3 - medium identification information is the bind key), 
the medium identification information (bind key) uniquely identifying each of 
recording mediums (Fig. 3; col. 5, lines 39-42 - the bind key is a randomnly 
generated number for each DVD), the medium revocation list designating a 
recording medium to be revoked with at least the medium identification 
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information or an identification message necessary for assuring the trueness of 
the medium identification information (col. 6, lines 42-57 - Black List (222) - 
identifies illegal recording media on which illegal content that is illegally copied 
main content is recorded). Ohmori et al. discloses the medium revocation list on 
the apparatus (Figs. 4 and 5). However, Ohmori et al. still fails to disclose that 
the medium revocation list is recorded on the recording medium. 

Referring to the Katoh reference, Katoh discloses a recording medium on 
which data of a video content is recorded wherein a revocation list is recorded on 
the recording medium (col. 8, lines 1-5 - a revocation list is recorded on the 
recording medium (20)). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have recorded the revocation list on the 
recording medium as disclosed by Katoh in the medium disclosed by Ohmori et 
al. in order to easily provide the revocation list to any device the recording 
medium comes into contact with to ensure validity of the content. 

Regarding claim 9, Ohmori et al. in view of Katoh discloses all of the 
limitations as previously discussed with respect to claim 8 including that the 
identification message is obtained from the medium identification information 
using a one-directional function (Ohmori et al.: col. 10, lines 40-55 - the 
encrypted data is decrypted and read by the main player (300), it is a one- 
directional function because this information is not changed by the main player 
and there to be read only). 
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Regarding claim 10, Ohmori et al. in view of Katoh discloses all of the 
limitations as previously discussed with respect to claim 8 including that the 
medium identification information is successive for recording mediums and 
unique thereto (Ohmori et al.: col. 5, lines 25-37 - the main content has key 
information unique to that title), and wherein the medium revocation list 
designates a recording medium to be revoked with the title information of the 
video content and the identification message (Ohmori et al.: col. 6, lines 42-58 - 
black list (222)). 

Regarding claim 11, Ohmori et al. in view of Katoh discloses all of the 
limitations as previously discussed with respect to claim 8 including that the 
medium identification information is not successive for recording mediums and is 
unique thereto (Ohmori et al: col. 5, lines 39-42), and wherein the medium 
revocation list designates a recording medium to be revoked with the medium 
identification information (Ohmori et al.: col. 6, lines 42-58 - black list (222)). 

Regarding claim 12, Ohmori et al. in view of Katoh discloses all of the 
limitations as previously discussed with respect to claim 8 including that the 
medium revocation list has version information (Katoh: col. 8, lines 1-4; col. 9, 
lines 22-27 - the revocation list gets updated). 

Regarding claim 13, Ohmori et al. in view of Katoh discloses all of the 
limitations as previously discussed with respect to claim 8 including that a device 
revocation list that designates a device to be revoked is also recorded (Ohmori et 
al.: device revocation list (223); Katoh: col. 8, lines 1-5). 
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Regarding claim 14, Ohmori et al. discloses a recording medium 
producing method for producing a recording medium on which data of a video 
content is recorded, the method comprising the steps of: editing the data of the 
video content (col. 5, lines 1 1-37 - when the content is recorded it includes 
encryption data, hash marks, and a bind key that has been edited into the 
information); the medium identification information (bind key) uniquely identifying 
each of recording mediums (Fig. 3; col. 5, lines 39-42 - the bind key is a 
randomly generated number for each DVD), the medium revocation list 
designating a recording medium to be revoked with at least the medium 
identification information or an identification message necessary for assuring the 
trueness of the medium identification information (col. 6, lines 42-57 - Black List 
(222) - identifies illegal recording media on which illegal content that is illegally 
copied main content is recorded); and recording the medium identification 
information for each medium in accordance with other than a recording method 
for the data of the video content (col. 5, lines 25-42). Ohmori et al. discloses the 
medium revocation list on the apparatus (Figs. 4 and 5). However, Ohmori et al. 
still fails to disclose that the medium revocation list is recorded on the recording 
medium. 

Referring to the Katoh reference, Katoh discloses a recording medium on 
which data of a video content is recorded wherein a revocation list is recorded on 
the recording medium (col. 8, lines 1-5 - a revocation list is recorded on the 
recording medium (20)). 
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Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have recorded the revocation list on the 
recording medium as disclosed by Katoh in the medium disclosed by Ohmori et 
al. in order to easily provide the revocation list to any device the recording 
medium comes into contact with to ensure validity of the content. 

Regarding claim 15, grounds for rejecting claim 9 apply for claim 15 in its 
entirety. 

Regarding claim 16, grounds for rejecting claim 10 apply for claim 16 in its 
entirety. 

Regarding claim 17, grounds for rejecting claim 1 1 apply for claim 17 in its 
entirety. 

Regarding claim 18, grounds for rejecting claim 12 apply for claim 18 in its 
entirety. 

Regarding claim 19, grounds for rejecting claim 13 apply for claim 19 in its 
entirety. 

Recording claim 20, Ohmori et al. discloses a reproducing method for a 
recording medium on which data of a video content is recorded, medium 
identification information (bind key) (Fig. 3 - medium identification information is 
the bind key), the medium identification information uniquely identifying each of 
recording mediums (Fig. 3; col. 5, lines 39-42 - the bind key is a randomnly 
generated number for each DVD), the medium revocation list designating a 
recording medium to be revoked with at least the medium identification 
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information or an identification message necessary for assuring the trueness of 
the medium identification information (col. 6, lines 42-57 - Black List (222) - 
identifies illegal recording media on which illegal content that is illegally copied 
main content is recorded), the method comprising the steps of: reading the 
medium identification information (Fig. 9 - steps S121 and S122); reading the 
medium revocation list (Fig. 9 - steps S124 and S125); storing the medium 
identification information that has been read or the identification message of the 
medium identification information to a memory (Fig. 10 - S136 - the information is 
stored in memory (309)); determining whether or not the medium identification 
information or the identification message that has been stored is contained in the 
medium revocation list (Fig. 9 - steps S124 and S125); and restricting a 
reproducing operation for the recording medium when the determined result at 
the medium list determining step represents that the recording medium should be 
revoked (Fig. 9 - steps S127 and S126). Ohmori et al. discloses the medium 
revocation list on the apparatus (Figs. 4 and 5). However, Ohmori et al. still fails 
to disclose that the medium revocation list is recorded on the recording medium. 

Referring to the Katoh reference, Katoh discloses a recording medium on 
which data of a video content is recorded wherein a revocation list is recorded on 
the recording medium (col. 8, lines 1-5 - a revocation list is recorded on the 
recording medium (20)). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have recorded the revocation list on the 
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recording medium as disclosed by Katoh in the medium disclosed by Ohmori et 
al. in order to easily provide the revocation list to any device the recording 
medium comes into contact with to ensure validity of the content. 

Regarding claim 21, Ohmori et al. in view of Katoh discloses all of the 
limitations as previously discussed with respect to claim 20 including that the 
medium revocation list has version information (Katoh: col. 8, lines 1-4; col. 9, 
lines 22-27 - the revocation list gets updated). 

Regarding claim 22, Ohmori et al. in view of Katoh discloses all of the 
limitations as previously discussed with respect to claims 20 and 21 including 
that the method further comprises the step of: updating the medium revocation 
list with a copyright managing server connected to a device to be restricted for its 
reproducing operation through a network (Katoh: col. 8, lines 1-4; col. 9, lines 22- 
27 - the revocation list gets updated through the internet). 

Regarding claim 23, Ohmori et al. in view of Katoh discloses all of the 
limitations as previously discussed with respect to claim 20 including that a 
device revocation list designating a illegal device to be revoked is recorded on 
the recording medium (Katoh: col. 8, lines 1-5), and wherein the reproducing 
method further comprises the steps of: reading the device revocation list (Katoh: 
Fig. 4 - step S2); storing the device revocation list that has been read (Katoh: Fig. 
4 - step S5 and S8); determining whether or not a device that is reproducing data 
is contained in the device revocation list (Katoh: Fig. 4 - step S4); and restricting 
a reproducing operation of the device for the recording medium when the 
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determined result at the device list determining step represents that the device 
should be revoked (Katoh: Fig. 4 - step S3). 

Regarding claim 24, Ohmori et al. in view of Katoh discloses all of the 
limitations as previously discussed with respect to claims 20 and 23 including 
that the method further comprises the step of: updating the medium revocation 
list with a copyright managing server connected to a device to be restricted for its 
reproducing operation through a network (Katoh: col. 8, lines 1-4; col. 9, lines 22- 
27 - the revocation list gets updated through the internet). 

Recording claim 25, Ohmori et al. discloses a reproducing method for a 
recording medium on which data of a video content is recorded, medium 
identification information (bind key) is recorded on the recording medium (Fig. 3 - 
medium identification information is the bind key), the medium identification 
information uniquely identifying each of recording mediums (Fig. 3; col. 5, lines 
39-42 - the bind key is a randomly generated number for each DVD), the method 
comprising the steps of: reading the medium identification information (Fig. 9 - 
steps S121 and S122); a medium identification information storing the medium 
identification information that has been read or an identification message of the 
medium identification information to a memory (Fig. 5 - the information storage 
unit (309) stores the medium identification information); connecting a copyright 
manager server through a network (Fig 4. - contents supply apparatus (200) is 
connected through a network using the transmission/reception unit (207)), 
receiving a medium revocation list (Fig. 9 - steps S124 and S125); storing the 



Application/Control Number: 1 0/51 2,073 Page 1 1 

Art Unit: 2481 

medium identification information that has been read or the identification 
message of the medium identification information to a memory (Fig. 10 - S136 - 
the information is stored in memory (309)); determining whether or not the 
medium identification information or the identification message that has been 
stored is contained in the medium revocation list (Fig. 9 - steps S124 and S125); 
and restricting a reproducing operation for the recording medium when the 
determined result at the medium list determining step represents that the 
recording medium should be revoked (Fig. 9 - steps S127 and S126). Ohmori et 
al. discloses the medium revocation list on the apparatus (Figs. 4 and 5). 
However, Ohmori et al. still fails to disclose that the medium revocation list is 
recorded on the recording medium. 

Referring to the Katoh reference, Katoh discloses a recording medium on 
which data of a video content is recorded wherein a revocation list is recorded on 
the recording medium (col. 8, lines 1-5 - a revocation list is recorded on the 
recording medium (20)). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have recorded the revocation list on the 
recording medium as disclosed by Katoh in the medium disclosed by Ohmori et 
al. in order to easily provide the revocation list to any device the recording 
medium comes into contact with to ensure validity of the content. 

Regarding claim 26, grounds for rejecting claim 21 apply for claim 26 in its 
entirety. 
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Regarding claim 27, grounds for rejecting claim 22 apply for claim 27 in its 
entirety. 

Regarding claim 28, grounds for rejecting claim 23 apply for claim 28 in its 
entirety. 

Regarding claim 29, grounds for rejecting claim 24 apply for claim 29 in its 
entirety. 

Regarding claims 30-34, these are apparatus claims corresponding to the 
method claims 20-24. Therefore, claims 30-34 are analyzed and rejected as 
previously discussed with respect to claims 20-24. 

Regarding claims 35-39, these are apparatus claims corresponding to the 
method claims 25-29. Therefore, claims 35-39 are analyzed and rejected as 
previously discussed with respect to claims 25-29. 

Regarding claim 40, Ohmori et al. discloses a copyright managing method 
for a system of which a plurality of reproducing apparatuses and a copyright 
managing server authorized by a copyright supervisor are connected through a 
network (Fig 4. - contents supply apparatus (200) is connected through a network 
using the transmission/reception unit (207)), the copyright managing method 
comprising the steps of: causing each of the reproducing apparatuses to record 
data of a video content and reproduce data from each recording medium on 
which medium identification information that uniquely identifies the recording 
medium is recorded (Fig. 3; col. 5, lines 39-42 - the bind key is a randomly 
generated number for each DVD); causing each of the reproducing apparatuses 
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to read the medium identification information from the recording medium and 
transmit an identification message obtained from the medium identification 
information using a one-directional function (col. 10, lines 40-55 - the encrypted 
data is decrypted and read by the main player (300), it is a one-directional 
function because this information is not changed by the main player and there to 
be read only); causing the copyright managing server to receive the device 
identification information and the identification message (Fig. 9 - step S124); 
causing the copyright managing server to determine whether or not the plurality 
of reproducing apparatuses have reproduced data from the same recording 
medium in accordance with a set of received data (Fig. 9 - step S127); and 
causing the copyright managing server to add at least the medium identification 
information or the identification information that designates the recording medium 
to the medium revocation list when a predetermined number of reproducing 
apparatuses have reproduced the same medium identification information from 
recording mediums (Fig. 10 - step S136 and Fig. 1 1 - step S143). However, 
Ohmori et al. still fails to disclose that the medium revocation list is recorded on 
the recording medium. 

Referring to the Katoh reference, Katoh discloses a recording medium on 
which data of a video content is recorded wherein a revocation list is recorded on 
the recording medium (col. 8, lines 1-5 - a revocation list is recorded on the 
recording medium (20)). 
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Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have recorded the revocation list on the 
recording medium as disclosed by Katoh in the medium disclosed by Ohmori et 
al. in order to easily provide the revocation list to any device the recording 
medium comes into contact with to ensure validity of the content. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HEATHER R. JONES whose telephone number is 
(571)272-7368. The examiner can normally be reached on Mon. - Thurs.: 7:00 am - 
4:30 pm, and every other Fri. : 7:00 am - 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter-Anthony Pappas can be reached on 571-272-7646. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Heather R Jones 
Examiner 
Art Unit 2481 

HRJ 

December 4, 2010 



/Peter-Anthony Pappas/ 

Supervisory Patent Examiner, Art Unit 2481 



